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DETAILED ACTION 

Acknowledgements 

The Applicants amendment filed on April 11, 2008 
Election/Restrictions 
1 . Restriction to one of the following inventions is required under 35 U.S. C. 121 : 

I. Claims 1-15, 19,23-26,36-37 and 86-87 are drawn to usage protection of data files, 
classified in class 705 subclass 5 1 . 

II. Claims 38-85 are drawn to establishing and accessing a financial account , 
classified in class 705 subclass 35. 

Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). 

In the instant case, the combination as claimed in invention I does not require the 
particulars of the subcombination as claimed in inventions II such as accessing funds . 

Via paper filed on April 11, 2008 a provisional election was made without traverse to 
prosecute the of Invention II, claims 38-85. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 1-15,19,23-26,36-37 and 86-87 are withdrawn 
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from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Claims 38-85 have been examined. 



Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 38-85 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Based on Supreme Court precedent and recent Federal Circuit decisions, § 101 process 
must (1) be tied to another statutory class (such as a particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. If neither 
of these requirements is met by the claim(s), the method is not a patent eligible process under 35 
U.S.C. § 101. 

In this particular case, Claim 38 discloses a mere nominal recitation of technology and 
fails to transform the underlying subject matter to a different state, therefore the claimed method 
is non-statutory and rejected under 35 U.S.C. 101 {Diamond v. Diehr, 450 U.S. 175, 184 (1981); 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)). 

Claims 39-85 are also rejected as each depends from claim 38 or contains similar 
limitations. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 38-85 are rejected under 35 U.S.C. 103(a) as being obvious in view of Walker et al. 
(U.S. Patent 6,163,771) in view of Gifford (US Patent 6,049,785) 
As per claim 38 

Walker et al. discloses a method for accessing funds associated with a financial 
instrument, comprising: 

generating a funds-access code (Abstract - account identifier); 

associating the generated funds-access code with a financial instrument (Column 7, lines 

4-9); 

supplying the generated funds-access code to a recipient(Column 6, lines 15-29); 

presenting the funds-access code by the recipient to a distributor(Column 6, lines 15-29); 
creating and storing a funds-access device record representing the activated funds- access device; 
associating the funds-access device record with funds associated with the financial instrument; 
and accessing the funds associated with the financial instrument upon utilization of the funds- 
access device by the recipient (Figures 1 1 A and B). 

Walker et al. does not explicitly disclose "activating a funds-access device in response to 
the recipient presenting the funds- access code to the distributor", Gifford discloses "activating a 
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funds-access device in response to the recipient presenting the funds- access code to the 
distributor". (Column 11, lines 29-41; figure 7ould have been obvious to one having ordinary 
skill in the art at the time the invention was made to combine the Walker et al. method with the 
Gifford method in order in order to allow spontaneous purchasing. 
As per claim 39 

Walker et al. discloses the method of claim 38, wherein the financial instrument is an 
instrument representative of a funds-transfer (column 3, lines 59-64 — i.e. making a purchase) . 

As per claim 40 

Walker et al. discloses the method of claim 38, 

wherein the financial instrument is a check, and the funds-access code is a check number 
(Figures 11a and b - the process is analogous to using a check number). 

As per claim 4 1 

Walker et al. discloses the method of claim 38, 

wherein the funds-access device is a carrying card having a magnetic stripe containing 
data; and the step of accessing the funds is carried out upon reading the data from the magnetic 
stripe on the carrying card. (Column 5, line 51) 



As per claim 42 

Walker et al. discloses the method of claim 38, 
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wherein the step of activating a funds-access device further includes the step of providing 
the recipient with a personal code, and wherein the step of accessing the funds is carried out by 
utilizing the funds-access device and providing the personal code by the recipient. (Column 6, 
lines 39-53) 

As per claim 43 

Walker et al. discloses the method of claim 42, 

wherein the funds, access device is an ATM card usable at automatic teller machines and 
the personal code is a PIN; and wherein the step of accessing the funds is carried out by the 
recipient supplying the ATM card and the PIN to one of the automatic teller machines. (Column 
6, lines 39-53) 

As per claim 44 

Walker et al. discloses the method of claim 43, 

wherein the step of accessing the funds is carried out by the steps of requesting by the 
recipient a designated amount of cash, dispensing by the automatic teller machine the requested 
cash, and updating the financial instrument associated with the funds to reflect dispensing of the 
designated amount of cash to the recipient. (Column 6, lines 39-53) 



As per claim 45 

Walker et al. discloses the method of claim 38, 
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further comprising the steps of storing the financial instrument and the funds-access 
device in a relational database (Figure 12). 

As per claim 46 

Walker et al. discloses the method of claim 38, 

further comprising the steps of specifying a selected recipient by the financial instrument 
and associating the financial instrument with a receiving financial instrument identity record 
identifying the recipient. (Column 6, lines 39-53) 

As per claim 47 

Walker et al. discloses the method of claim 46, 

further comprising the step of verifying by the distributor a matching of the identity of 
the recipient to an identity identified by the receiving financial instrument identity record of the 
financial instrument associated with the supplied funds access code, and wherein the steps of 
activating and accessing steps are carried out only if the match is verified (Figures 1 1 A and 
11B). 

As per claim 48 

Walker et al. discloses the method of claim 47, 

wherein the financial instrument, the funds-access device record, and the receiving 
financial instrument identity record are stored in a relational database (Figure 12). 
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Claims 49- 85 are not patentably distinct from claims 38-48 and are rejected for at least 
the same reasons. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN M. WINTER whose telephone number is (571)272-6713. 
The examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt can be reached on (571) 272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JMW 
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